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REMARKS 

The present applicafion relates to hybrid maize plant and seed J8A24. Claims 1^2 are 
cuirentlj pending in the present application. Claims 9-1 1, 13-19. 22.241 26-32, 34-40 have been 
canceled. Claims 43-54 have been added Applicant respect&liy requefts consideration in view 
of the f(^lowing remarks. i 



Detailed Action j 

A Status of the Application \ 

Applicant acknowledges the objection to the specificatiori for thej presence of a blank line 
on page V as withdrawn. Applicant also acknowledges the objection to jclaims 6. 12, 16, 25 and 
29 as withdrawn. The rejection of claims 1-32 under 35 U.S.C. § lli, second paragraph, are 
acknowledged as withdrawn. AppUcant further acknowledges tlie rejection of claims 1-32 under 
35 U.S.C. § 112, first paragraph, requiring a deposit of the maize seed of the invention as 
withdrawn in light of the deposit and (he deposit statement ini:flie speLification and the paper 
teceivediNovember 13, 2002. Finally Applicant acknowledges the rejection of claims 1-32 under 
35 U.S.C. § 102(e)/§103(a) as withdrawn, j 
B. Speciftcatton ! 

Applicant submits the Deposit section has been amended in older to properly include 
both flie ihybrid maize plant i38A24 and the inbred parents GE533340 4<1 GE501400 within the 
D^sit jjaragraph. The changes do not add new matter as there is litei^ support for the minor 
changes bn page 7 in the originally filed specification. The specificatioit has now been amended 
to correct these minor changes. I 

In addition, Applicant respectftdly submits that at least 2i500 seek of hybrid maize plant 
38A24 and the inbred parents GE533340 and GE501400 have been madf . The specification has 
now been amended to contain the accession number of the deposit, thje date of the deposit, a 
descriptibn of the deposited biological material sufficient to spedificaUy^dentify it and to pemiit 
examination and the name and address of the depository. The claims haje also been amended to 
recite the proper ATCC deposit number. AppUcant further assMs thatjthe deposits have been 
made wi^out restriction. i 
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Rejetaom Under 35 U.S.r. ^117, Second P.r^t ^.pK 

Claims 8. 1 1, 15, 19, 21, 24, 28, 32, 34 and 38-42 stand rejected iider 35 U.S.C. § 1 12, 
second jjaragraph, as being indefinite for failing to particularly point out Ud distinctly claim lL 
subject matter which Applicant regards as the invention. 

Claims 8, 21 and 41 stand rejected for the recitation "genetic fectir" as rendering the 
claims indefinite. 

Applicant has now amended claims 8, 21, and 41 to include the rotation -transgene--, 
as sugg<sted by the Examiner, thus alleviating this rejection. Applicant tkanks the Examiner for 

the suggested language. i 

I 

Claims 1 1, 15, 19, 24, 28 and 32 stand rejected as being i^definit^ for the recitation 
"significtatly different" as the metes and bomds of the claims are not clejar. 

4pplicanthas canceled claims 1 1. 15, 19, 24, 28 and 32, therebyfleviatbg this rejection 

T?he Examiner rejects claims 11,15, 19, 24, 28, 32. 38 and 39 forjthe recitations "has 
derived at least 50% of its alJelcs" in claims 1 1, 15, 19. 24. 28, anfl 32, and "deriving at least 50% 
of its alldes- in claims 38 and 39 rendering the claims indefiniteJ The Ejjaminer states it is not 
clear wh^t is meant by "derived" and "deriving". ■ 

Applicant has canceled claims 1 1, 15, 19, 24. 28, 32, 38 *,d 39. aileviating this rejection. 

1!he Examiner rejects claim 34 for the recitation "essentiaOy in lijic 3 which renders the 
claim indefinite. The Examiner states the recitation makes the mfetes andjbounds of the claim 
unclear. [ i 

i 

^Ucant has canceled claim 34, thus aUeviating this rejeittion. ' 
Qlaim 38 stands rejected as indefinite for the recitation "on averaie^ deriving at least 
50%" in line 2. 

i ' i 

Applicant has canceled claim 38, thereby alleviating this rejectionj 

The Examiner rejects claim 39 as indefinite for the recitatibn "A ^8A24 maize plant 

selected from the populationiof38A24 progeny maize plants". ? 
Applicant has canceled claim 39, alleviating this rejectioit j 
qaim 40 stands rejected for the recitation "further comprising applying double haploid 

methods'! as rendering the claim indefinite. The Examiner states (he recitption broadens the 
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scope of jparent claim 37, which only involves crosses and does not enconpass any double 
haploid method. 

Applicant has canceled claim 40, thus alleviating this rejection. 

' I 

In light of the above amendments and remarks, Applicanti respect jiilly requests 

t { 

reconsid(?ration and withdrawal of the rejections under 35 U.S.C.!§ 112, ^econd paragraph. 

'■, i 

Reiedioiis Under 35 U.S.C; 6 112, Firet Paragraph [ 

Olaims 9-19 and 22-32 remain and claims 34-40 stand rejected ui^er 35 U.S.C. § 1 12, 
first paragraph, as containing subject matter which was not described in tjic specification in such 
a way as lo reasonably convey to one skilled in the relevant art thkt the inj/entor(s), at the time 
the appliiiatiOTi was filed, had possession of the claimed inventioiii for thej reasons of record 
stated in ithe Office Action mailed August 13, 2002. The Examinier statesj that the deposit of seed 

i 

of plant 38A24 does not provide a description of the plants that are encoi^passed by the rejected 

cl aims, which have not been deposited. The Examiner further states the ^ecification does not 

provide ^ description of the alleles of 38A24, nor does it describe::the fimijjtions that are 

associateid with each of the alleles of 38A24. The Examiner suggests tha^ claims 12 and 25 be 

amended! by listing the types 'of transgenes that may be introduced Final^, the Examiner states 

that the sjpecification does not mention any double haploid methojd. 

■: i 
Applicant respectfully traverses this rejection. However, in an efftjrt to expedite 

prosecutaon Applicant has canceled claims 9-11. 13-19. 22-24, 26-32, amj 34-40, thus alleviating 
this rejedion. In addition, Applicant has now amended claims 12 and 25 jto include -contains 
one or more transgenes which have been stably integrated therein^ said triisgencs selected fiom 
the group consisting of: a plant disease resistance gene, an insect resistan(je gene, a herbicide 
resistance gene, and a male sterility gene--, thereby Umiting the claims to jthe types of transgenes 
that may fee introduced and that are supported by the spccificatioii' on pag^ 38-44, as suggested 
by the Examiner. \ 

Qaim 33 stands rejected under 35 U.S.C. § 112, first paragraph, at containing subject 
matter v^ich was not described in the specification in such a way as to ecjable one skilled in the 
art to which it pertains, or with which it is most nearly connectedjito mak^ and/or use the 

mventiori. The Examiner states the claim is drawn towards a method of i^iaking a hybrid plant 

• : ) 
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designated 38A24 comprising crossing inbied maize plants GE533340 and GE501400, however, 
the Examiner states the terms of this deposit are not known. \ 

ApphcanX respectfuliy traverses this rcgection. Applicant here|n submits the Deposits 
section Has been amended in order to properly include both the hybrid m«ize plant 38A24 and the 
inbred parents GE533340 and GE501400 within the Deposit paragraph on page 46. In addition, 
Applicaiit would like to reiterate that Applicant will refrain from deposit of Hybrid 38A24 and 
inbred parents GE533340 and GE501400 until allowable subject matter is indicated. The 
changes do not add new matter as there is literal support for theiiminor Changes on page 7 in the 
originally filed specification. The specification has now been amende^ to correct these minor 

changes.; The Applicant provides assurance that: 1 

i • i 

a} during the pendency of this application access to the invention will be afforded to 

the Commissioner upon request; ' 

bj all restrictions upon availability to the public will be irrisvocably removed upon 

granting of the patent; j 

c) the deposit will be maintained in a public deposited for ajperiod of thirty years, or 
five years after the last request for the enforceable life ofjthe patent, whichever is 
longer; = i 

d) a test of the viability of the biological materiall at the Itime of deposit will be 
; conducted (see 37 C.F.R. § 1 .807); and : 

e) the deposit will be replaced if it should ever become inviajile. 

■; L ^ 

Therefore, Applicant submits at least 2500 seeds of hybrid mamo plant 3SA24 and the mbred 

parents GE533340 and GE5bl400 will be deposited widi the AlTCC. Li view of this assurance, 

the rejection under 35 U.S.C. § 112, first paragraph, should be removed. (MPEP § 2411.02) 

Such action is respectfully requested. Applicant thanks the Examiner for pointing out this 

inadvertdat mistake. j 

Iii light of the above amendments and remarks, Applicantirespectijally requests 

reconsideration and withdrawal of the rejections to claims 9-19 and 22-4(| under 35 U.S.C. § 1 12, 

first paragraph. ; 
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Summah^ 

Applicant acknowledges that claims 1-7 and 20 are allowed. 



CoticLuglion 

Ih conclusion. Applicant submits in light of the above amendmenjts and remarks, the 
claims as amended are in a condition for allowance, and reconsideration f s respectfully requested. 

lio additional fees or extensions of time are believed to be due in connection with this 
amendmjent; however, consider this a request for any extension iliadverteintly omitted, and charge 
any additional fees to Deposit Account No. 26-0084, ^ ^ 

Reconsideration and^allowance is respectfully requested. | ' 



Respectfully submitted. 




feidi S. Nebel, Rei: l^fc, 371,719 
McKEE, VOORHEES & S^ASE 
801 Grand Avenue,! iSuite 3^00 
Des Moines, Iowa i50309-2721 
Phone No. (515)2818-36671 
Fax No, (515)288^1338 ! 
CUSTOMER NO:!27142 \ 
I i 
Attorneys of Record 
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